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Brrors in a patent may be corrected in four ways,
namely (1} by reissue, (2) by the issuance of a certifi-
cate of correction which becomes a part of the patent,
(3) by disclaimer, and (4) by reexamination.

1401 Reissue

35 US.C. 251 Relwsue of defective patents, Whenever any patent
:s, through error without sny deceptive intention, deemed wholly
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or partly inoperative or invalid, by reason of a defective specifica-
tion or drawing, or by reason of the patentee claiming more or less
then he had a right to claim in the patent, the Commissioner shall,
on the surrender of such patent and the payment of the fee required
by law, reissue the patent for the invention disclosed in the original
patent, and in accordance with a new and amended application, for
the unexpired part of the term of the original patent. No new
matter shall be introduced into the application for reissue.

The Commissioner may issue several reissued patents for distinct
and separate parts of the thing patented, upon demand of the appli-
cant, and upon payment of the required fee for a reissue for each of
such reissued patents,

The provisions of this title relating to applications for patent shall
be applicable to applications for reissue of a patent, except that ap-
plication for reissue may be made and sworn to by the assignee of
the entire interest if the application does not seek to enlarge the
scope of the claims of the original patent.

No reissued patent shall be granted enlarging the scope of the
claims of the original patent unless applied for within two years
from the grant of the origina! patent.

1402 Grounds for Filing [R-3]

The most common bases for filing a reissue applica-
tion are (1) the claims are too narrow or too broad;
(2) the disclosure contains inaccuracies; (3) * * * ap-
plicant failed to or incorrectly claimed foreign priori-
ty; (#4¢) applicant failed to make reference to or in-
correctly made reference to prior copending applica-
tions.

$An attorney’s failure to appreciate the full scope
of the invention was held to be an error correctable
through reissue in In re Wilder, 222 USPQ 369 (Fed.
Cir. 1984). The Patent and Trademark Board of Ap-
peals held in Ex parte Scudder, 169 USPQ 814, 815
(1971) that 35 U.S.C. 251 authorizes reissue applica-
tion to correct migjoinder of inventors where 35
U.S.C. 256 is inadequate. Reissue may no longer be
necessary under the facts in Ex parte Scudder in view
of 35 U.S.C. 116 as amended effective November 8,
1984 by Public Law 98-622 which provides, inter
alia,

“Inventors may apply for a patent jointly even
though . . . (3) each did not make a contribution to
the subject matter of every claim in the patent.”

Note 37 CFR 1.45 as amended effective May 8,
1985 (Federal Register, Vol. 50, No. 45, 9368, 9369,
9379, March 7, 1985).4

The correction of migjoinder of inventors in divi-
gional reissues has been held to be a ground for re-
issue: Ex parte Scudder, 169 USPQ 814. The Filing of
a reissue application * * ¢ §may not be§ necessary if
the only change is to correct the inventorship since
this can be accomplished under the provisions of 35
U.S.C. 256 and 37 CFR 1.324.

A. reissue was granted in Brenner v. State of Israel,
862 O.G. 661, 158 USPQ 584, where the only ground
urged was failure to file a certified copy of the origi-
nal foreign application to obtain the right of foreign
priority under 35 U.S.C. 119 before the patent was
granted.

Correction of failure to adequately claim priority in
earlier filed copending U.S. Patent application was
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